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Patents — A Physics Tradition!

Oct. 27, 1936. | A. EINSTEIN Des. 101,756
BLOUSE
May 17, 1955 E. FERMI ET AL 2,708,656
| NEUTRONIC REACTOR
Filed Dec. 19, 19544 27 Sheets-Sheet 1

Aug. 2, 1955 A. G. ANDERSON ET AL 2,714,714
: SPIN ECHO STORAGE TECHNIQUE

~ INVENTORS
ARTHUR & ANDERSoN

. ERwN L. HAHN |%
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Outline

Recap from December IP Colloquium
Deadlines for Filing Patent Applications
Anatomy of a Patent Application

Process for Preparing Patent Applications

Claim Drafting Considerations

This presentation is for educational and general informational purposes
only and does not contain legal advice or opinions. Engage a licensed
attorney for legal advice on your specific circumstances.
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Recap: Patent Basics

Types of intellectual property:

* Patents, trademarks, copyrights, trade secrets

What is a patent?

* A limited monopoly: exclusive right to the claimed invention, for a limited
time, in a specified territory (a country or region)

* Main requirements for patentability:
* Claims: Novelty and inventive (“non-obvious”) relative to prior art

* Description: Must include “enabling” technical description of the invention

Value of patents

* Royalties ($9$); exclusivity (commercialization); recognition; cross-licensing

o A
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Life of a Patent
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File Patent Applications BEFORE...

* Submitting a paper for publication, posting to archive, etc.
* Presenting at a conference

® Submitting a grant application

* Launching or announcing a new product

* Beta testing with users (even under NDA)

* Demo’ing at trade show or to customer

* Selling or offering to customer

* Attending industry events

* Disclosure to collaborator or investor (even under NDA)

5 A
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* Data / Patent Office Forms

* Inventors, Assignee,
Applicant, References

* Drawings

Specification
* Title, Abstract

* Background, Detailed
Description

* Claims

Anatomy of a Patent Application
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A D000
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Futent No. US 6,562,825 12

i Dute of Patent: Mar. 1, 2008

Becomes a Patent

s United States Patent
Guy-Bellile et al.
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Guy-lelllle et al. (421 Dute of Patent: Mur. 1, 2005
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The invention relates to a multi-standard digital receiver, in

a digital video transmission system. It comprises a channel

(%) Amium: Resiskihe Pobis Eiarenis KV, Do decoder for protecting a transmitted signal against channel
Bt (1 FORB e BATRAT e MBS transmission errors, the channel decoder comprising:
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Preparing a Patent Application
Example Work Flow

Write IDR Evaluate Revise IDR, Create Send to Analyze
IDR Iterate Filing Plan Deadlme Law Firm IDR
Open Docket Disclosure ID Prior Art / Collect Clalm ID App Confirm
Files Deadlines Meeting References References Scope Content, Figs Deadlines

ID Rights / Supplement Draft Claims E:::: Supplement Finalize
Inventors Ownership IDR and Figures ! IDR Claims
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Application Draft caraRiE Finalize App Inventorship
Prepare Confirm Sign Formal Prepare App Quality
Docs for Filing Assurance

Conception

Figs

Formal
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File
Application
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Invention Disclosure Records (IDRs)

* Formally Document Inventions
* Creates value, even if no patent or patent application

* Provide a Basis for Patent App. Drafting
* Should contain all details needed

* Document Technical Details of Invention
* QOut of the inventor’s brain, onto paper

* Document Relevant Facts and Circumstances
* Inventors, Dates, Prior Art, Relevant Products

* Enable Decisions & Next Steps
* Determine Value, Identify Strategy

Further reading: https.//henry.law/blog/write-idr/ H P | I:'
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Technical Content in IDR
(and Patent Application)

® Include detailed drawings and figures

® Flow charts, schematics, diagrams, etc.

® Describe the context where the invention is valuable

® Describe applications to industry

® Describe as many alternatives /| embodiments as possible

® This makes the patent broader (not narrower)

® Helpful but (usually) not necessary:
® Data; Working prototype; Mathematical proofs

412l
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How Do Claims Work?

® A claim defines an open-ended checklist of elements of the
invention — components (of a system) or steps (of a method)

® Independent claims are stand on their own, dependent claims
add elements to independent claims

® The patent application (claims, drawings, description) provides
the primary context for interpretation

® To be valid, claims must distinguish the prior art — they must
recite a combination of elements not found in prior art

® For a patent to be infringed, a product must include each and
every element recited in at least one independent claim

il A
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How Do Claims Work?
Independent vs. Dependent

Dependent Claim

Independent Claim

T o o
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How Do Claims Work?
System and Method Claims

Independent Claim

System
Dependent
Claim
D dent
Dependent Sheae
i Claim
Claim

Independent Claim
Method

|'\  linee
|‘| s B
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How Do Claims Work?
Evaluating Novelty and Inventiveness

Independent Claim
L acks Novelty
Lacks Inventiveness

Dependent Claim
Novel
Inventive?

I o e
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How Do Claims Work?
Evaluating Infringement

Dependent Claim

Independent Claim Not Infringed

Infringed

il A T
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Claims —Which Is Novel?

Claim A:

A stool comprising:
a seat; and

a plurality of legs attached to the seat.

Prior Art:

Claim B:

The stool of claim A, further comprising
a back attached to the seat.

24
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Claims —Which Is Novel?

Claim A:

A stool comprising:
a seat; and

a plurality of legs attached to the seat.

Prior Art:

Claim B:

The stool of claim A, further comprising
a back attached to the seat.

24
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Answer: Only Claim B is
novel because Claim A
covers the prior art.
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Claims —Which Is Novel?

Claim B: stools
that have a seat
and multiple legs
and a back

Claim A: stools that
have a seat and
multiple legs

Prior
Art

Answer: Only Claim B is novel because Claim
A covers the prior art.

I e
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Claims —Which Is Infringed?

Claim A:

A chair comprising:
a seat; and

a plurality of legs attached to the seat.

Product:

Claim B:

The chair of claim A, further comprising
a back attached to the seat.

a0
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Claims —Which Is Infringed?

Claim A:

A chair comprising:
a seat; and

a plurality of legs attached to the seat.

Product:

Claim B:

The chair of claim A, further comprising
a back attached to the seat.

a0
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Claims —Which Is Infringed?

Claim B: chairs that
have a seat and

multiple legs and a
back

Claim A: chairs that
have a seat and

multiple legs

Answer: Both are Infringed
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Claims —Which Is Infringed?

Claim A:

A stool comprising:
a seat; and

three legs attached to the seat.

Product:

Claim B:

The stool of claim A, comprising a back
attached to the seat.

28
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Claims —Which Is Infringed?

Claim A:

A stool comprising:
a seat; and

three legs attached to the seat.

Product:

Claim B:

The stool of claim A, comprising a back
attached to the seat.

28
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Answer: Claim A because
the product has three
legs. Not Claim B because
no back.

S

Page 32/39



Claims —Which Is Infringed?

Claim B: stools that
have a seat and at
least three legs and a
back

Claim A: stools that
have a seat and at
least three legs

Answer: Claim A because the product has
three legs. Not Claim B because no back. o

I)‘ L
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Patent Strategy:
Advantages / Risks of Broader Claims

® Advantages

® Harder for a competitor to “design around”
® More likely to cover valuable embodiments [ useful variations
® Risks
® More likely to be rejected (longer prosecution)
® Prior art (obviousness), abstract idea (eligibility), indefinite (clarity)

® Easier for a competitor to challenge validity

Further reading: H ID | F

https.//henry.law/blog/can-your-patent-claims-ever - be-too-broad/
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Patent Strategy:
Advantages / Risks of Broader Claims

® Advantages

® Harder for a competitor to “design around”
® More likely to cover valuable embodiments [ useful variations
® Risks
® More likely to be rejected (longer prosecution)
® Prior art (obviousness), abstract idea (eligibility), indefinite (clarity)

® Easier for a competitor to challenge validity

Further reading: H ID | F

https.//henry.law/blog/can-your-patent-claims-ever - be-too-broad/
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Patent Strategy:
Advantages / Risks of Narrower Claims

® Advantages

® More likely to be allowed quickly (faster prosecution)

® Harder for a competitor to challenge validity
® Risks
® Easier for competitor to “design around”

® Less likely to cover valuable embodiments [ useful variations

Further reading: H |)| F

https://henry law/blog/can-your-patent-claims-ever-be-too-narrow/
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Patent Strategy:
Value / Cost of Dependent Claims

® Value: Dependent claims provide fallback position

® Examination: dependent claims may be allowed even when independent
claims are rejected

® Enforcement: dependent claims may “survive” a validity challenge even
when independent claims do not

® Cost: Dependent claims require more effort and fees upfront

® Each dependent claim must be fully supported / enabled in the
specification (requires more technical detail and drafting effort)

® Most patent offices charge “excess claims fees” for claims in excess of a
minimum (e.g., 15 or 20)

i A
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Life of a Patent

v

Typically 20-25 Year Timeline
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Important Things to Know About
Examination / Prosecution

Can Amend the Claims, but Cannot Add New Technical
Material to the Application

"New"” Prior Art References Emerge
Patent Office Policy (and Patent Law) Subject to Change

Each Patent Office Conducts an Independent Examination,
with Slightly Different Rules

Ongoing Duty to Disclose (US)

A
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